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Appeal No. 13875 
STATEMENT OF QUESTIONS PRESENTED 


In the opinion of appellee the questions presented 
are: 

(1) Whether, where the prior art discloses essen- 
tially the same combination of phenol and a particular 
elass of causticity modifying agents, as disclosed in 
appellant’s application, but appellant’s claims origi- 
nally presented, avoided such prior art only by an 
arbitrary limitation to a homologue of specific prior 
art compounds, and the claims at issue here, exclude 
the class of compounds disclosed in the prior art, such 
arbitrary limitation to an admittedly equivalent group 
is inventive and patentable. 

(2) Whether, where appellant’s application disclo- 
sure gives two classes of materials as equivalents for 
his purpose and one of those classes is disclosed in 
the prior art, claims limited to the other class of 
materials, are patentable, in the absence of proof that 
the two classes of materials are not in fact equivalents. 

(I) 
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Appeal No. 13875 
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Ue 


Ropert C. Watson, COMMISSIONER OF PATENTS, 
APPELLEE 


APPEAL FROM THE JUDGMENT OF THE UNITED STATES DISTRICT | 


COURT FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 


This is an appeal from the judgment (App. 135) . 
of the United States District Court for the District 
of Columbia, dated February 5, 1957, dismissing ap- 
pellant’s complaint (App. 1) against the appellee, 
Commissioner of Patents, in an action brought under 
Section 145 of Title 35 United States Code, in which 
appellant sought a decree authorizing the appellee to 
grant Letters Patent of the United States to plaintiff- 
appellant based upon and containing certain claims of 
appellant’s patent application, Serial No. 115,955, filed. 
Sept. 15, 1949, entitled ‘‘Germicide”’. The complaint 
was dismissed by the District Court on the ground 
that the claims at issue on merits (claims 5 and 24) 


did not define patentable invention (Finding of Fact 


(1) 





2 


No. 12—App. 134), and therefore plaintiff (appellant) 
was not entitled to a patent (Conclusion of Law No. 
4—App. 135). Notice of appeal from the District 
Court’s decision was filed on April 8, 1957 (App. 136). 


APPELLANT’S APPLICATION 


The application at bar contains subject matter 
which was divided out of appellant’s prior application, 
Serial No. 536,054, filed May 17, 1944 (App. 12). The 
alleged invention of this case in its broad aspects is a 
composition of matter containing a caustic phenol, 
such as carbolie acid, and a causticity reducing tem- 
pering agent therefor, the composition being adapted 
for local application to the human skin (App. 13, 14). 
In general, such agents are said to be polar com- 
pounds wherein the polar radicals are anionoid (App. 
15), and a large list of such radicals is set forth (App. 
22). More specifically, as appears from the statement 
of the trial Court in its opinion (App. 130), “‘the 
application relates to a germicide that covers a com- 
position comprising a caustic phenol to which is added 
an acid or ester for the purpose of reducing the caus- 
tic qualities of the phenol without diminishing its 
germicidal power. The novelty of the invention is 
said to consist in the addition of the ester or acid to 
the phenol.’”’ Appellant appears to agree (Br—4). 

Appellee has recognized invention in appellant’s 
disclosure by the allowance of two claims, numbered 
2 and 8 in the application at bar (Finding of Fact No. 
4—App. 133) which are directed to specific esters. 
The claims at bar are broad generic claims directed 
to the use of particular classes of polar materials. 
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The tribunal of the Patent Office rejected these broad — 
claims on the patent of Backoff et al., 2,347,983 (App. — 
96). The trial Court was of the opinion that the — 
action of the Patent Office refusing these claims was | 
correct (App. 131), and it is that refusal which is at | 
issue in this appeal. i 

THE CLAIMS 

The Patent Office tribunals considered claim 24 the | 
generic claim (App. 64). Appellant did not challenge | 
that statement below, and does not challenge it here. | 
That claim is quoted verbatim in the decision of the | 
Board (App. 63); and claim 5, the only other claim | 
involved on merits appears on page 51 of appellant’s | 
appendix. ! 

Appellant has analyzed the language of claim 24. 
(Br—9) by dividing the limitations into two broad. 
groups, namely (A) those which are limitations on} 
the completed composition, and (B) those, which are: 
limitations on the polar material. Since, admittedly’ 
the essential question to be resolved on this appeal 
concerns whether the use of particular classes of polar: 
materials in the composition connotes patentability 
(Br—4) it would appear to be evident that attention 
should be directed primarily to the definition of eee 
classes or species. 

On inspection, it is apparent that claim 24 defines 
the polar material as ‘‘being selected from the family” 
consisting of five classes of compounds (A), (B), (C), 
(D), (E), each being limited by certain designated 
chemical groupings or structures. As pointed out by 
the Board of Appeals (App. 65) the controversy with 
respect to this claim centers around the limitation on 
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the polar material defined in part (B) (a), there being 
no controversy concerning the sufficiency of the refer- 
ence in respect to the caustic phenol ingredient of the 
elaimed composition (Br—4). 

Claim 5, while more limited in its definition of the 
class of esters, was rejected also by the Board of 
Appeals as unpatentable over the same reference, and 
in addition as failing to satisfy the requirements of 
35 U. S. C. 112 (App. 69). The District Court found 
that the claims stand or fall together (Finding of 
Fact No. 5—App. 133), and that claim 5 does not 
define patentable invention (Finding of Fact No. 12— 
App. 134). Appellant challenges these findings as to 
claim 5 (Br—40). 

THE PRIOR ART 

The sole prior art patent relied upon by appellee 
below is that of Backoff et al., 2,347,983, granted May 
2, 1944, on an application filed March 14, 1941. These 
patentees recognized the escharotic or irritant nature 
of the hydroxy benzene ring compounds, particularly 
phenol and ecresol, in the use of those materials as 
solvents or components of solvents, for the removal 
of carbon and gum deposits from internal combustion 
engines (App. 96—col. 1). They found that the irri- 
tant action of these compounds could be inhibited sub- 
stantially, if not completely, by mixing therewith a 
suitable proportion of one or more miscible esters of 
aromatic acids (App. 96—col. 2). Alkyl esters of 
aromatic dicarboxylic acids are said to be particularly 
effective and suitable esters are expressly named 
(App. 96—col. 2, lines 12, 13). In order to deter- 
mine the amount of ester required to bring about the 
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desired results the patentees devised a simple skin test 
(App. 96—col. 2, lines 27-35) which is very similar 
to that appellant described in his application (App. 
18): While the patenteees describe the effectiveness 
of their discovery in alleviating the escharotic action 
of the phenol in the particular field of utility men- 
tioned it is indicated that ‘‘these compositions may 
have a wide variety of uses’? (App. 96—col. 1, lines 
3, 4) and the inventive contribution as set forth in 
claim 1, for example, is the use of ‘“‘an aromatic acid 
ester”? miscible with and in sufficient amount to sub- 
stantially inhibit the escharotic action of the phene 


SUMMARY OF ARGUMENT 


1. Appellant’s application at bar describes the use 
of certain organic compounds, distributed among 
numerous. recognized classes, as causticity reducing 
agents for phenolic compounds used as germicides. 
Among those classes of compounds are the esters of 
aromatic acids and non-aromatie acids. Prior to 
appellant’s disclosure, however, the public was taught 
by the patent to Backoff et al. 2,347,983 that esters 
of aromatic acids substantially inhibited the escharotic 
or irritating action of phenols on human skin, and the 
issued patent contains a claim to a composition com- 
prising a phenol and an amount of an aromatic acid 
ester miscible therewith sufficient in amount to inhibit 
the normal escharotic action of the phenol. Hence, 
appellant is not the first to teach the esters function 
to reduce causticity in phenols. Insofar as appellant 
urges that the failure of the prior patent to teach that 
the causticity reducing agents do not affect the sexi 
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cidal properties of the phenol renders that patent 
valueless as an anticipation, it suffices to say that the 
authoritative adjadications are essentially unanimous 
in holding that the discovery of additional properties 
of an old composition or even the discovery of a new 
use for an old composition does not make gueh old 
composition repatentable. Obviously appellant is not 
entitled to prevent the public from using the eomposi- 
tion disclosed in the Backoff patent for any use, or 
even any non-patentable variation thereof. 

2. At the time of filing the application at bar 
appellant presented a claim (claim 1) which defined 
broadly classes of organic compounds effective for the 
purpose, of which two failed to read fully and com- 
pletely on two of the specific compounds disclosed in 
the Backoff patent only because of an artificial and 
arbitrary limitation upon the number of carbon atoms 
in the aleohol moiety of the esters claimed. Since 
the excluded compounds and claimed compounds are 
homologues of each other and since they are equiva- 
lents, as taught by appellant’s specification, the pre- 
sumption is that the claimed compounds are not pat- 
entable over the prior art compounds as consistently 
and repeatedly held by the Court of Customs and 
Patent Appeals—In re Henze, 37 CCPA 1009, 181 F. 
2d 196. Furthermore, since equivalency is a question 
of fact it is competent to establish that fact by admis- 
sions or concessions appearing in appellant’s own 
specification—In re Borcherdt et al., 39 CCPA 1045; 
197 F. (2d) 550. Appellaat concedes here that the 
prior art compounds and the next adjacent homologue 
defined in claim 1 are in fact equivalents. Addition- 
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ally appeliamt coneedes that the esters of aromatic 
acids disclosed in. Backoff, amd the esters of non-are- 
matic acids defined in claim 24 at. issue are equivalents. 
Under these circumstances invention is absent and 
appellant is not entitled to a patent, merely because 
the claim defines a class of lesser scope but restricted 
arbitrarily. 

3. Negative limitations abound in the definition of 
the polar material. A casual inspection of the critical 
portion of the claims at issue point up clearly that 
the statutory mandate (35 U. S. C. 112) for particu- 
larity and distinctness in claiming has been ignored. 
Such expressions as “‘non-nitrogenous’’, ‘not being an 
ester of an aromatic acid”, and ‘‘not unsaturated 
carbon present” are clearly indefinite. The statute 
requires positive recitals of what the materials are, 
instead of what they are not. For this reason also 
the claims are unpatentable. 

4, Appellant’s contention as to the propriety of 
certain actions in the Patent Office taken in appellee’ S 
name, raise issues involving Office practice and pro- 
cedure. Inasmuch as the primary question here is 
appellant’s right to a patent it would appear that 
the observation of the District Court that these mat- 
ters are ‘‘absolutely immaterial and irrelevant.” should 
dispose of these contentions. If appellant thought 
that he was not given a fair and impartial considera- 
tion in the Patent Office, he should have raised that 
issue at that time, either by personal petition to 
appellee, or by mandamus proceedings in the District 
Court. To await an action under Section 145 of Title 
35 U. S. C. to raise such questions is too late, since 
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in this proceeding the sole issue is whether appellant 
is entitled to a patent under the law. 


THE ARGUMENT 


Appellant on his own initiative has presented to this 
Court the question of jurisdiction (Br—1-3). The 
record shows that the judgment below was entered on 
February 5, 1957 (App. 135); and that the notice of 
appeal is stamped as having been filed on April 8, 
1957, some 64 days after entry of judgment. The rec- 
ord also shows (App. 36) that the notice of appeal, 
without fee, was received in the clerk’s office on April 
4, 1957, just 60 days after entry of judgment; that on 
April 6, 1957, a telegraphic money order was dis- 
patched by appellant (App. 137); and that receipt 
thereof on April 8, 1957, was acknowledged by the 
clerk of the court (App. 138). Appellant contends 
that under Parissi v. Telechron Inc., 349 U. S. 46, the 
effective date of filing of the notice of appeal is April 
4, 1957, and that, therefore, the appeal is timely 
(Br—2). 

Appellee does not urge that the appeal fee is juris- 
dictional. Instead, appellee is content to have this 
Court decide the issue raised by the appeal on its 
merits. 


Appellant’s broad discovery, as set forth in the 
application at bar (App. 15, 16, 21) and as indicated 
in the brief (Br—6, 7) was that certain polar organic 
compounds, which were predominantly anionoid in 
molecular structure, were effective causticity reducing 
agents for phenols, and that they are distributed 
among numerous recognized classes of organic com- 
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pounds, including the esters (Br—7). Appellee as- 
serts, however, that that discovery, insofar as the 
esters are concerned, had previously been made by 
others, as evidenced by the patent to Backoff et al. 
(App. 96), wherein esters of aromatic acids are dis- 
closed as escharotic or irritant reducing agents for 
phenols, and that compositions containing such esters 
are substantially non-irritating to human skin. Obvi- 
ously, then these esters function as causticity reducing 
agents. Appellant did not challenge this fact below 
and he does not challenge it here. Moreover, it would 
be difficult to see how appellant could controvert that 
finding, inasmuch as appellant’s specification includes 
esters of aromatic acids in the larger list of esters 
disclosed as suitable for his purpose (App. 23-25). 
Not only is that true but also it is significant that in 
appellant’s claim 1 as originally presented (App. 30) 
there was recited a “family” from which the polar 
material was to be selected, in which one of the mem- 
bers of the family, namely (A) (f) was the class of 
‘esters of aromatic monohydric alcohols and aromatic 
carboxylic acids, each of said alcohols containing more 
than seven carbon.atoms.”” As pointed out in the deci- 
sion of the Board of Appeals (App. 67), this designa- 
tion avoids reading fully and directly on the benzyl 
benzoate expressly disclosed by Backoff et al. only 
because of the limitation that the alcohol moiety of the 
ester shall have more than seven carbon atoms, since 
benzyl alcohol contains exactly seven carbon atoms. 
Appellant’s application teaches that benzyl benzoate 
is effective. Also group (A) (h) of original claim 1 
defined the class of ‘‘esters of non-aromatic mono- 
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hydrie alcohols and aromatic dicarboxylic acids, each 
of said aleohols containing more than five carbon 
atoms,” which avoids the amyl phthalate expressly dis- 
closed by Backoff et al. only because of the limitation 
that the alcohol moiety of the ester shall contain more 
than five carbon atoms, amyl alcohol containing exactly 
five earbon atoms. This claim was rejected by the 
examiner (App. 32) as without patentable distinction 
over the compounds specifically disclosed by Backoff 
et al. on the rule of homology, and on the ground that 
the limitations are arbitrary and without basis in the 
application disclosure. The latter finding is supported 
by the fact that appellant’s specification teaches that 
benzyl benzoate is as effective as others in the same 
class. With regard to the rule of homology, the na- 
ture of homologues and the close relationship the phys- 
ical and chemical properties of one member of a series 
bears to others is such that the courts have said that a 
presumption of unpatentability arises against a claim 
directed to a composition of matter, the adjacent 
homologue of which is old in the art. In re Henze, 
37 CCPA 1009, 181 F. 2d 196. Appellant’s response 
to this rejection was to cancel from claim 1 the items 
(A) (£) and (A) (bh) (App. 32). The deletion of 
these two items, however, was without legal effect, as 
pointed out in In re Ayres, 23 CCPA 1118, 32 (F. 2d 
297), where the same facts existed, since no effort was 
made before the tribunals of the Patent Office, and no 
effort was made before the District Court to prove 
that the compounds within the scope of groups (A) (f) 
and (A) (h) possessed unobvious or unexpected prop- 
erties nat possessed by the homologous compounds dis- 
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elosed by Backoff et al, a prerequisite to patentability 
under these circumstanees. In re Hass-et al.,31 CCPA 
895, 141 F. 2d 122. The old class originally defined 
in claim 1, which was unpatentable under the homology | 
doctrine, was not rendered patentable merely by the 
cancellation of the class definition whieh brought the 
elaim into conflict with the prior art. In re Ayres, 
supra. Subsequently, appellant caneelled claim 1 
(App. 36) and at still a later date, appellant inserted 
claim 24 at issue here, with the assertion that ‘new 
claim 24 is essentially original claim 1, narrowed by 
the cancellation of aromatic acid esters to avoid the 
Backoff reference” (App. 38). In other words, appel- 
lant finally gave up the attempt in this case to monop- 
olize the use of any aromatic ester. : 

Appellee contends that the question now raised is 
whether Backoff’s esters of aromati¢ acid are the 
equivalent of the esters of non-aromatic acids to which 
elaim 24 is limited. If they are equivalents then 
there is no invention in the use of such esters. That 
equivalency is a matter of fact and that its proof can 
be established in any form is a settled rule of law. 
Graver Tank & Mfg. Co. v. Linde Air Products Co., 
339 U. S. 605; In re Borcherdt et al., 39 CCPA 1045, 
197 F..2d 550. Appellant’s application clearly dis- 
closes that aromatic acid esters and non-aromatic¢ 
acid enters as a class are functional equivalents in 
the claimed composition. Nothing has been presented 
to show that they are not in fact equivalents. Ac- 
tually appellant concedes and confirms that they are 
equivalents (Br.—23). Appellant challenges here 
only the manner in which the fact of equivalency is 
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established, and the lack of disclosure in the reference 
that the composition there disclosed possesses germi- 
eidal properties. ee 

On appellant’s first challenge it should be empha- 
sized that the rule is well established that where the 
disclosure of an application gives two materials as 
equivalents such disclosure alone may be sufficient for 
the rejection of a claim specific to one equivalent 
where the other appears in the prior art. In re Bor- 
cherdt et al., supra; Kissock v. Duquesne, 37 F. 2d 
249; Aeration Process Inc. v. Kidde, 170 F. 2d 487. 
Moreover, even in those instances where the subject 
matter is deleted from the application disclosure, with- 
out indication or suggestion that there was error in 
the factual statement in question, the courts have 
tended to treat such specification disclosures as ad- 
mission against interest. Br. Acoustic v. Elec. Re- 
search et al., 113 F. 2d 263. The District Court rec- 
ognized the validity of the rule of the Borcherdt et 
al. ease. This rule has been repeatedly and consist- 
ently followed by that court. It clearly applies to the 
facts of this case, since there is no dispute as to the 
fact of equivalency. The arbitrary narrowing of 
claims for the purpose of attempting to secure a 
patent is frowned upon by the courts, if there is no 
patentable distinction in fact between the broader and 
narrower claim (App. 131). It is submitted that 
there is no error in the ruling below in the light of 
this case, and hence that Findings of Facts Nos. 10, 
li, and 12 (App. 134) are amply supported in the 
record and merit this Court’s approval. 
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With respect to appellant’s. second eontention,, it 
should be noted that appellant concedes that Backoff’s 
inventive concept embraces one part of his concept, 
namely. a reduction or inhibition of the escharotic 
action of a caustic phenol (Br—23).. However, appel- 
lant urges that the second part of his concept, namely, 
the retention of the germicidal power of the phenol 
when admixed with the causticity reducing material, 
is completely absent from the patent. As previously 
pointed out the reference patent (App. 96) states that 
the compositions disclosed ‘‘may have a wide variety 
of uses.” Claim 1 of the patent defines a composition 
broadly without reference to any utility, such as that 
appearing in claim 11 (App. 97). Clearly, there is 
nothing in the patent to suggest that the germicidal 
properties of the phenol are destroyed by the ester. 
Moreover, appellant admitted on cross-examination 
that the composition described in Backoff et al. would 
have germicidal properties, and that that fact would 
be known to anyone familiar with the properties and 
characteristics of phenol. (App. 120). That being 
true, it would seem that all that appellant has done is 
to discover a property of an old composition not dis- 
closed in the patent. Regardless of whether appellant 
would or would not have looked to the Backoff patent 
for a source of information as to a germicide, the fact 
remains that the Backoff composition is a germicide 
and the fact that appellant is the first to discover that 
property does not justify the grant of.a patent to the 
old composition or to one which is not patentably 
distinguished therefrom. Roberts v. Ryer, 91 U. S. 
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150; National Lead v. Marzall, 91 U.S. APP. D. C. 63; 
198 F’. (2d) 296.. 

Apart from the fact that saint seems to contend 
that the disclosure of Backoff et al. is limited to the 
specific esters and the specific utility, despite the fact 
that a more generic concept both as to compounds and 
uses is clearly disclosed therein, there is another set- 
tled rule or doctrine which defeats appellant’s conten- 
tion. That doctrine is to the effect that a patentee is 
entitled to every use of which his invention is suscep- 
tible, whether such use be known or unknown to him. 
Under that doctrine, any and every member of the 
public will have the right when the Backoff patent 
expires in May 1961, to every use of the Backoff 
teaching of which the composition is susceptible. In 
re Thuau, 30 CCPA 979, 135 F. 2d 344. Clearly ap- 
pellant would not be entitled to a patent for Backoff’s 
composition quite unchanged merely because of the 
new use (germicidal). Krupp Nirosta Co., Inc. v. 
Coe, 68 App. D. C. 323, 96 (F. 2d) 1013. Hence there 
is no merit in .appellant’s contentions that because 
Backoff et al. did not suggest that the compositions 
there disclosed possess germicidal properties, the 
teaching of the patent is non-analogous and no bar to 
the allowance of the claims sought here. Also, any 
composition not patentably distinct from that dis- 
closed in Backoff would likewise be in the public 
domain, in the same manner as the exact compositions 
described therein. 

Appellant appears to put considerable emphasis on 
the fact that averments in one of his affidavits of rec- 
ord and his testimony on the same fact stand uncon- 
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tradicted and unchallenged. The essence of these 
averments is that appellant would not have looked to 
Backoff for a source of information in a question of a 
germicide. However, that is not the issue. Inasmueh 
as the composition of Backoff is inherently a germi- 
cide, it is wholly immaterial whether appellant as an 
expert would look to it for guidance. Under the law 
appellant cannot repatent an old composition or one 
substantially the same as the old composition because 
he found that such composition had a property it pos- 
sessed inherently. Moreover, appellant appears to be 
propounding the proposition that where a witness, 
even an interested one, gives testimony which is not 
contradicted the trier of facts has no right to refuse to 
accept it. Apart from the fact that the averments of 
the affidavit referred to and the testimony given are 
clearly self-serving, the proposition itself is errone- 
ous. The trial Court is not bound to give credence to 
such testimony. National Labor Relations Board v. 
Howell Chevrolet Co., 204 F. 2d 79; In re Duffin, 141 
F. S. 869; Winters v. Dallman, 238 F. 2d 912. | 

As previously indicated claim 5 also was rejected by 
the Board of Appeals as unpatentable over Backoff, 
for the reason that it was not clear that the class of 
esters defined patentably distinguish from the esters of 
the reference, and for the reason that the negative 
limitations used in defining the class do not satisfy 
the requirement of 35 U. S. C. 112 that the claim dis- 
tinctly claim the subject matter which the applicant 
regards as his invention, citing In re Schechter et al., 
40 CCPA 1009, 205 F. 2d 185 (App. 69). While the 
trial Court did not pass upon this question of nega- 
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tive limitations it was urged by counsel at the trial as 
a basis for dismissal (App. 127). Appellant urges 
here that the claim is not rendered: unpatentable by 
the negative limitations (Br—42-45). . However, it is 
submitted that a mere casual inspection of the claim 
language suffices to show elearly that the statutory 
mandate for particularity is not met. Consider- first 
the expression ‘‘said polar material not being an ester 
of an aromatic acid.”’ Does that tell anything about 
what the material is, other than that it is a polar ma- 
terial? Further, while the next expression does posi- 
tively state that the polar material contains ‘‘a plu- 
rality of different polar radicals’’ it is noted that ‘‘at 
least two are not unsaturated carbon present in an 
aromatic hydrocarbon residue.’’ Other than to state 
that the indefinite polar material previously recited 
contains a plurality of polar radicals there is no posi- 
tive express definition in that expression as to what the 
radicals are. The whole tenor of the definition leads 
one to frame the question—what is the polar material? 
The only claim limitation definitely included is polar 
which is defining the material, not by what it is, but 
by what it does or by a property. Definitions of this 
sort have been frowned upon by the courts. In re 
Fullam, 34 CCPA 1018, 161 F. 2d 247; Humt Co. v. 
Mallinckrodt Chemical Works, 177 F. 2d 582. And 
insofar as the negative limitations are concerned, it is 
clear that they result in uncertainty rather than 
definiteness; they fail to comply with the express 
mandate of the statute (35 U. S. C. 112) that par- 
ticularity and distinctness in claiming is required. 





In re SORE, supra; Petrolite Cones v. siete) 149 | 
¥: S2E-- = | 

= pellet: sceriplarneet ‘here as he did below ‘about a 
purported impropriety in the conduct on the part’ ofa 
Supervisory Examiner, acting for appellee, acting ona | 
petition filed by appellant during the prosecution of | 
the case prior to appeal to the Board of Appeals. 
The District Court considered these complaints “‘abso- 
lutely immaterial and irrelevant’? (Br—53). The pri-. 
mary and sole issue for adjudication by the trial 
Court is whether “applicant is entitled to receive a 
patent for his invention” (35 U. S. C. 145). The 
jurisdiction of the Court does not extend to matters | 
involving Patent Office practice and procedure. If, as 
appellant contends, his rights have been prejudiced 
by alleged arbitrary and unfair treatment in the Pat- 
ent Office, procedures were available to him at that 
time whereby review of such purported arbitrary ac- 
tion could have been sought both in the Patent Office 
and in the District Court. Section 145 of Title 35. 
U. 8. C. provides a remedy for the legal wrong suf- 
fered by appellant because the examiner and the 
Board of Appeals considered broad claims presented 
unpatentable. The question raised as to the propriety 
of the procedure in the Patent Office under the cir- 
eumstances alleged (Br—55) is irrelevant to the re- 
dress of that legal damage. The District Court, having 
decided that the claims sought are unallowable, that 
issue is the only question properly before this Court. 
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~or 0 ... * CONCLUSION. 


“Iti is yeni submitted that each of the ae 
at bar fails to define inventive and patentable subject 
matter;.that the conclusions reached by the Patent 
Office tribunals and the trial Court as to non-patent 
ability were correct; that they have a rational and 
reasonable basis in the record; and that the decision 
appealed from should be affirmed. 

Respectfully submitted. 


CLARENCE W. Moore, 
Solicitor, United States Patent Office, 
Attorney for Appellee. 


J. SCHIMMEL, 
Of Counsel. 
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